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DETAILED ACTION 

1. Claims 1-11 are pending in this office action. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

2. Claim 11 is rejected under 35 U.S.C. 101 because the claim is directed to 
non-statutory subject matter. 

Claim 11 is rejected under 35 U.S.C. 101 because the claims do not 
specify that the computer program product be embodied on a computer readable 
medium. A computer program product that is not embodied on an acceptable 
computer readable medium is nothing more than an abstract idea. When the 
computer program product is recorded on an acceptable computer readable 
medium it becomes structurally and functionally interrelated to the medium and 
will be statutory in most cases since use of technology permits the function of the 
computer program product to be realized. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claims 1-3 and 10-11 are rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent Number 6,249,784 issued to Thomas J. Macke et al. 
(hereinafter "Macke"). 
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Claim 1: 

Macke discloses a data searching apparatus that searches a database of 
data files for a desired data file, based on a search condition set by a user, each 
data file including a plurality of search keys for providing clues to know data file 
contents, comprising: 

a receiving unit operable to receive a search condition from the user 
(Macke: column 6, lines 57-63; Note here that the searching module (searching unit) accepts 
three inputs. The searching unit must have a receiving unit since it accepts the search conditions 
input by a user.); 

a searching unit operable to search the database for at least one data file 
that satisfies the search condition received by the receiving unit (Macke: column 6, 

lines 57-63; This reference clearly discloses a searching unit that must have some form of 
receiving unit because the searching unit accepts an input. The accepted "search keys" are used 
to search a database.); and 

an extracting unit operable to extract a plurality of search keys, from the 
data file that is a search result by the searching unit (Macke: abstract, lines 25-28 and 
column 4, lines 32-38 and column 8, lines 21-28), 

wherein the searching unit further searches the database for at least one 
data file that includes at least one of the search keys extracted by the extracting 
unit (Macke: abstract, lines 25-28 and column 3, lines 9-13 and column 4, lines 34-38 and 
column 8, lines 25-28; Note specifically in all the references cited here that particular words or 
search keys are extracted for the purpose of performing a subsequent search.). 
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Claim 2: 

Macke discloses all the elements of claim 1 , as noted above, and Macke 
further discloses wherein the extracting unit includes: 

a data-file-list displaying unit operable to display a list of data files that are 
search results by the searching unit (Macke: column 8, lines 21-28; It can be seen by the 
reference that the Extract Module also contains a "data-file-list displaying unit" which is used to 
"display actual data to a user so that results can be viewed".); 

a file-selection receiving unit operable to receive, from the user, selection 
of a data file from the list displayed by the data-file-list displaying unit (Macke: 
column 8 5 lines 25-28); and 

a selective extracting unit operable to extract search keys, from the data 
file selected in the file-selection receiving unit (Macke: column 8, lines 20-21). 
Claim 3: 

Macke discloses all the elements of claim 2, as noted above, and Macke 
further discloses wherein: 

the file-selection receiving unit receives, from the user, selection of a 
plurality of data files one after another from the list displayed by the data-file list 
displaying unit (Macke: column 8, lines 25-28), and then receives, from the user, one 
of (a) a key extraction instruction to extract search keys from each of the selected 
data files (Macke: column 8, lines 20-28; The user must, in some way trigger the extraction 
module.) and (b) an output instruction to output each of the selected data files 
(Macke: column 18, lines 30-34; Shows the user selecting parameter that help determine output. 
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The actual command to search would be the user command to generate output. The user must 
command the searching module of the invention to generate output.), 

the selective extracting unit extracts search keys from each of the selected 
data files when the file-selection receiving unit receives the key extraction 
instruction (Macke: column 8, lines 20-28), 

the searching unit, every time when the file-selection receiving unit 
receives selection of one or a predetermined number of data files, reads the 
selected data files and stores therein the read data files (Macke: column 6, lines 57- 
63), and 

the data searching apparatus further comprises: 
a result outputting unit operable to output the data files stored in the 

searching unit when the file-selection receiving unit receives the output 

instruction (Macke: column 4, lines 9-12). 

Claim 10: 

A data searching method for searching a database of data files for a 
desired data file, based on a search condition set by a user, each data file 
including a plurality of search keys for providing clues to know data file contents, 
the method comprising: 

a receiving step of receiving a search condition from the user (Macke: 
column 6, lines 57-63; Note here that the searching step accepts three inputs. The searching step 
must have a receiving step since it accepts the search conditions input by a user.); 

a searching step of searching the database for at least one data file that 
satisfies the search condition received in the receiving step (Macke: column 6, lines 
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57-63; This reference clearly discloses a searching step that must have some form of receiving 
step because the searching step accepts an input. The accepted "search keys" are used to search a 
database.); and 

an extracting step of extracting a plurality of search keys, from the data file 
that is a search result in the searching Step (Macke: abstract, lines 25-28 and column 4, 
lines 32-38 and column 8, lines 21-28), 

wherein in the searching step, the database is further searched for at least 
one data file that includes at least one of the search keys extracted in the 
extracting Step (Macke: abstract, lines 25-28 and column 3, lines 9-13 and column 4, lines 34- 
38 and column 8 S lines 25-28; Note specifically in all the references cited here that particular 
words or search keys are extracted for the purpose of performing a subsequent search.). 
Claim 11: 

A computer program to be executed on a computer for searching a 
database of data files for a desired data file, based on a search condition set by a 
user, each data file including a plurality of search keys for providing clues to 
know data file contents, the program comprising: 

a receiving step of receiving a search condition from the user (Macke: 
column 6, lines 57-63; Note here that the searching step accepts three inputs. The searching step 
must have a receiving step since it accepts the search conditions input by a user.); 

a searching step of searching the database for at least one data file that 
satisfies the search condition received in the receiving step (Macke: column 6, lines 
57-63; This reference clearly discloses a searching step that must have some form of receiving 
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step because the searching step accepts an input. The accepted "search keys" are used to search a 
database.); and 

an extracting step of extracting a plurality of search keys, from the data file 
that is a search result in the searching Step (Macke: abstract, lines 25-28 and column 4, 
lines 32-38 and column 8, lines 21-28); 

wherein in the searching step, the database is further searched for at least 
one data file that includes at least one of the search keys extracted in the 
extracting Step (Macke: abstract, lines 25-28 and column 3, lines 9-13 and column 4, lines 34- 
38 and column 8, lines 25-28; Note specifically in all the references cited here that particular 
words or search keys are extracted for the purpose of performing a subsequent search.). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

4. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Macke in further view of U.S. Patent Application Number 2005/0165613 
issued to Chung Tae Kim (hereinafter "Chung"). 
Claim 4: 

Macke discloses all the elements of claim 2, as noted above, and Macke 
further discloses wherein: 
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the selective extracting unit extracts search keys for each of the plurality of 
fields, from the data file selected in the file-selection receiving unit (Macke: column 
8, lines 20-28), and 

the searching unit includes: 

a search-key-list displaying unit operable to display a list of the search 
keys extracted for each of the plurality of fields by the extracting unit (Macke: 
column 8, lines 25-28; The user "can... select particular keywords", so the keywords must be 
displayed.); 

a key-selection receiving unit operable to receive, from the user, selection 
of at least one search key from the list displayed by the search-key-list displaying 
unit (Macke: column 8, lines 25-28; Note specifically "The user can. ..select particular 
keywords".); and 

a selective searching unit operable to search the database for at least one 
data file that includes the search key selected in the key-selection receiving unit 
(Macke: column 6, lines 57-63; The search module is the searching unit.). 

Macke does not explicitly disclose wherein the search keys are 
categorized in a plurality of fields. However, Chung discloses wherein the search 
keys are categorized in a plurality of fields (Chung: paragraph [0058], lines 1-8; The 
keywords are the search keys.). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the teachings of Macke with 
the teachings of Chung noted above for the purpose of categorizing search keys 
(Chung: paragraph [0058], lines 1-8). The skilled artisan would have been motivated to 
improve the teachings of Macke per the above such that the search keys can be 
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presented to the user on a category-by-category basis (Chung: paragraph [0058], lines 
6-8). 

Claim 5: 

Macke discloses all the elements of claim 1, as noted above, and Macke 
further discloses wherein: 

the extracting unit extracts search keys for each of the plurality of fields, 
from the data file that is a search result by the searching unit (Macke: column 8, lines 
20-28), and 

the searching unit includes: 

a search-key-list displaying unit operable to display a list of the search 
keys extracted for each of the plurality of fields by the extracting unit (Macke: 
column 8, lines 25-28; The user "can... select particular keywords", so the keywords must be 
displayed.); 

a key-selection receiving unit operable to receive, from the user, selection 
of at least one search key from the list displayed by the search-key-list displaying 

unit (Macke: column 8, lines 25-28; Note specifically "The user can... select particular 
keywords".); and 

a selective searching unit operable to search the database for at least one 
data file that includes the search key selected in the key-selection receiving unit 
(Macke: column 6, lines 57-63; The search module is the searching unit.). 

Macke does not explicitly disclose wherein the search keys are 
categorized in a plurality of fields. However, Chung discloses wherein the search 
keys are categorized in a plurality of fields (Chung: paragraph [0058], lines 1-8; The 
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keywords are the search keys.). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify the teachings of Macke with 
the teachings of Chung noted above for the purpose of categorizing search keys 
(Chung: paragraph [0058], lines 1-8). The skilled artisan would have been motivated to 
improve the teachings of Macke per the above such that the search keys can be 
presented to the user on a category-by-category basis (Chung: paragraph [0058], lines 

5. Claims 6-7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Macke in further of U.S. Patent Application Publication Number 
2002/0143760 issued to Jin-Kwan Kim et al. (hereinafter "Kim"). 
Claim 6: 

Macke discloses all the elements of claim 1 , as noted above, and Macke 
further discloses wherein the searching unit further searches the database for at 
least one data file that includes at least one of the frequently-used keywords 

extracted by the extracting unit (Macke: abstract, lines 25-28 and column 3, lines 9-13 and 
column 4, lines 34-38 and column 8, lines 25-28; Note specifically in all the references cited here 
that particular words or search keys are extracted for the purpose of performing a subsequent 
search.). 

Macke does not explicitly disclose wherein the apparatus searches for a 
patent data file. However, Kim discloses wherein the search apparatus searches 
for a patent data file (Kim: paragraphs [0016], [0017], and [0034], lines 3-6). 

Kim further discloses wherein: 
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one type of the search keys is a keyword (Kim: paragraph [0016], lines 3-4 and 

paragraph [0034], lines 3-6); 

the searching unit searches the database for at least one patent data file 

that includes the keyword (Kim: paragraph [0016], lines 3-4 and paragraph [0034], lines 3- 

6); 

the extracting unit extracts a plurality of frequently-used keywords, from 
the patent data file that is a search result by the searching unit (Kim: paragraph 
[0035]), and 

the searching unit further searches the database for at least one patent 
data file that includes at least one of the frequently-used keywords extracted by 
the extracting unit (Kim: paragraph [0036], lines 6-10 and ). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Macke with the teachings of Kim 
noted above for the purpose of creating a searching apparatus for searching a 
patent data file containing both a searching unit and an extracting unit (Kim: 
paragraphs [0016], [0017], [0033], lines 1-7 and [0034], lines 3-6). The Skilled artisan 

would have been motivated to improve the teachings of Macke per the above 
such that the extracted information is used to perform a subsequent search 
(Macke: column 8, lines 25-28). 
Claim 7: 

Macke discloses all the elements of claim 1 , as noted above, and Macke 
further discloses wherein the searching unit further searches the database for at 
least one data file that includes at least one keyword extracted by the extracting 
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unit (Macke: abstract, lines 25-28 and column 3, lines 9-13 and column 4, lines 34-38 and 
column 8, lines 25-28; Note specifically in all the references cited here that particular words or 
search keys are extracted for the purpose of performing a subsequent search.). 

Macke does not explicitly disclose wherein the searching apparatus 
searches for a patent data file. 

However, Kim discloses wherein the search apparatus searches for a 

patent data file (Kim: paragraphs [0016] and [0017]). 
Kim further discloses wherein: 

one type of the search keys is an IPC symbol, where "IPC" represents the 
International Patent Classification (Kim: paragraph [0051], lines 6-12; Note specifically 
that the IPC is included in the search strategy.), 

the searching unit searches the database for at least one patent data file 
that includes an IPC symbol (Kim: paragraph [0051], lines 6-12; Kim's invention searches 
database based upon determined search strategies. The current reference shows that the search 
strategies for retrieving patents include searching for an IPC), 

the extracting unit extracts a plurality of IPC symbols, from the patent data 
file that is a search result by the searching unit (Kim: paragraph [0035]; This reference 
makes clear that Kim extracts IP (intellectual property) information. Paragraph [0051] clearly 
discloses that for patents, IPC is part of the IP information.). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Macke with the teachings of Kim 
noted above for the purpose of creating a searching apparatus for searching a 
patent data file containing both a searching unit and an extracting unit (Kim: 
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paragraphs [0016], [0017], [0033], lines 1-7 and [0034], lines 3-6). The skilled artisan 
would have been motivated to improve the teachings of Macke per the above 
such that the extracted information is used to perform a subsequent search 

(Macke: column 8, lines 25-28). 

6. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Macke in further in view of U.S. Patent Application Publication Number 
2002/0073095 issued to Akihiro Ohga (hereinafter Ogha). 
Claim 8: 

Macke discloses all the elements of claim 1 , as noted above, and Macke 
further discloses wherein the searching unit further searches the database for at 
least one data file that includes at least one of the terms extracted by the 
extracting unit (Macke: abstract, lines 25-28 and column 3, lines 9-13 and column 4, lines 34- 
38 and column 8, lines 25-28; Note specifically in all the references cited here that particular 
words or search keys are extracted for the purpose of performing a subsequent search.). 

Macke does not explicitly disclose wherein the searching apparatus 
searches for a patent data file. 

However, Ogha discloses wherein the searching apparatus searches for a 
patent data file (Ogha: paragraph [0007]). 

wherein one type of the search keys is an F-term, where "F-term" 
represents the File Forming Term (Ogha: paragraph [0003], lines 16-17), 

the searching unit searches the database for at least one patent data file 
that includes an F-term (Ogha: paragraph [0024]), 
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the extracting unit extracts a plurality of F-terms, from the patent data file 
that is a search result by the searching unit (Ogha: paragraph [0031], lines 9-14; Note 

reads F-terms from the F-term database. The F-term database stores patent data files. Reading 
the F-term from the database is extracting the F-term from the patent data file in the database.). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Macke with the teachings of Ogha 
noted above for the purpose of searching a patent data file (Ogha: paragraph [0007]). 
The skilled artisan would have been motivated to improve the teachings of 
Macke per the above such that a patent data file could be searched using both 
an F-term and an IPC (Ogha: paragraph [0003], liens 16-17). 
7. Claims 8-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Macke in view of Kim and further in view of U.S. Patent Application 
Publication Number 2002/0073095 issued to Akihiro Ohga (hereinafter Ogha). 
Claim 9: 

The rejections of claims 6, 7, and 8 have been presented above in great 
detail. Claim 9 is rejected under the same reasons set forth in the rejections of 
claims 6, 7, and 8. 
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